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DETAILED ACTION 

Specification 

1 . The abstract of the disclosure is objected to because it includes legal 
phraseology, such as means. Correction is required. See MPEP § 608.01(b). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on sale in this country, more than one year prior to 
the date of application for patent in the United States. 

3. Claims 1, 2,16, and 17 are rejected under 35 U.S.C. 102(b) as being anticipated 
by U.S Patent No. 6,134,433 to Donald Joong (Joong et al.). 

Regarding claim 1 , Joong et al. discloses a method for a wireless network to 
forward an incoming call to a subscriber's primary mobile directory number on to a 
mobile fax directory number assigned to the subscriber, the method including the steps 
(col. 1 lines 24-41, and col. 2 line 60-col. 3 line 22): 

a) associating the subscriber's mobile fax directory number with the subscriber's 
primary mobile directory number (col. 3 lines 8-22, and col. 5 lines 27-35); 

b) determining that the incoming call is a fax call (col. 2 line 65-col. 3 line 5, col. 3 
lines 11-13, and col. 5 lines 49-55); and 

c) forwarding the incoming call to the subscriber's mobile fax directory number 
(col. 3 lines 15-18, and col. 5 lines 53-56). 



Application/Control Number: 1 0/762,01 1 Page 3 

Art Unit: 2681 

Regarding claim 2, Joong et al. discloses the method set forth in claim 1, before 
step b), further including the step: d) receiving the incoming call from a calling party to 
the subscriber's primary mobile directory (col. 3 lines 8-13). 

Regarding claim 16, Joong et al. discloses a wireless network for forwarding an 
incoming call to a subscriber's primary mobile directory number on to a mobile fax 
directory number assigned to the subscriber, the wireless network including: 

means for associating the subscriber's mobile fax directory number with the 
subscriber's primary mobile directory number (col. 3 lines 8-13); 

means for determining that the incoming call is a fax call (col. 3 lines 8-13); and 

means for forwarding the incoming call to the subscriber's mobile fax directory 
number (col. 3 lines 18-20). 

Regarding claim 17, Joong et al. discloses the wireless network set forth in claim 
16, further including: means (O-MSC) for receiving the incoming call from a calling party 
to the subscriber's primary mobile directory (col. 4 lines 29-31 , col. 5 lines 27-30, and 
col. 6 lines 47-49). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claims 3-5, are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Joong et al. in view of U.S Patent No. 6,151,137 to Robert F. Henrick (Henrick). 

Regarding claim 3, Joong et al. discloses the method set forth in claim 1 , 
however fails to disclose further including the step: d) determining if the incoming call 
forwarded to the subscriber's mobile fax directory number was connected; e) if the 
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incoming call was connected, determining if the fax was completed; and f) if the fax was 
completed, communicating a success status message to the calling party. 

Henrick discloses the method further including the step: d) determining if the 
incoming call forwarded to the subscriber's mobile fax directory number was connected 
(col. 4 line 61-col.5 line 40); 

e) if the incoming call was connected, determining if the fax was completed (col. 
5 line 33-col. 6 line 9) ; and f) if the fax was completed, communicating a success status 
message to the calling party (col. 6 lines 1-9). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the method of Joong et al. with teachings of Henrick for 
the purpose of providing status confirmation to the calling party! 

Regarding claims 4, and 5, Joong et al. discloses the method set forth in claim 3, 
however fails to disclose further including the step: g) if the incoming call was not 
connected, communicating a fail status message to the calling party (claim 4); 

further including the step: g) if the fax was not completed, communicating a fail 
status message to the calling party (claim 5). 

Henrick discloses further including the step: g) if the incoming call was not 
connected, communicating a fail status message to the calling party (reads on claim 4) 
(col. 5 lines 16-32); 

further including the step: g) if the fax was not completed, communicating a fail 
status message to the calling party (reads on claim 5)(col. 6 lines 1-9). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the method of Joong et al. with teachings of Henrick for 
the purpose of providing status confirmation to the calling party. 

7. Claims 6, 12, and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Joong et al. in view of Henrick as applied to claim 3 above, and further in view of 
U.S Patent No. 6,404,513 B1 to John Stewart Denker (Denker). 

Regarding claim 6, the combination of Joong et al. and Henrick discloses the 
method set forth in claim 3, however, the combination fails to disclose wherein the 
success status message includes a number of pages received. 

Denker discloses wherein the success status message includes a number of 
pages received (col. 4 line 66-col. 5 line 11). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the combination with Denker for the purpose of including 
number of pages in the success status message in order to confirm that all pages sent 
were received. 
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Regarding claim 12, Joong et al. discloses a method for a wireless network to 
forward an incoming call to a subscriber's mobile fax directory number, the method 
including the steps: 

a) associating the subscriber's mobile fax directory number with a primary mobile 
directory number assigned to the subscriber (col. 1 lines 24-41, and 

col. 2 line 60-col. 3 line 22); 

b) receiving the incoming call from a calling party to the subscriber's primary 
mobile directory (col. 3 lines 8-22, and col. 5 lines 27-35); 

c) determining that the incoming call is a fax call (col. 3 lines 11-13, and col. 5 
lines 49-55); 

d) forwarding the incoming call to the subscriber's mobile fax directory number 
(col. 3 lines 15-18, and col. 5 lines 53-56). 

However, Joong et al. fails to disclose, e) determining if the incoming call 
forwarded to the subscriber's mobile fax directory number was connected; 

f) if the incoming call was connected, determining if the fax was completed; and 

g) if the fax was completed, communicating a success status message to the 
calling party, wherein the success status message includes the number of pages 
received. 
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Henrick discloses a method for e) determining if the incoming call forwarded to 
the subscriber's mobile fax directory number was connected; 

f) if the incoming call was connected, determining if the fax was completed (col. 5 
line 33-col. 6 line 9); and 

g) if the fax was completed, communicating a success status message to the 
calling party (col. 6 lines 1-9). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the method of Joong et al. with Henrick for the purpose 
of providing status information to calling party. 

However, Henrick fails to disclose wherein the success status message includes 
the number of pages received. 

Denker discloses wherein the success status message to caller includes a 
number of pages received (col. 4 line 66-col. 5 line 11). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the method of combination of Joong et al. and Henrick 
with teachings of Denker for the purpose of including number of pages delivered to the 
subscriber in the status message. 

Regarding claim 18, Joong et al. discloses the wireless network as set forth in 
claim 16, however fails to disclose further including: means for determining if the 
incoming call forwarded to the subscriber's mobile fax directory number was connected; 
means for determining if the fax was completed; and means for communicating a 
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success status message to the calling party, wherein the success status message 
includes a number of pages received. 

Henrick discloses the wireless network further including: means for determining if 
the incoming call forwarded to the subscriber's mobile fax directory number was 
connected; means (double dialer) for determining if the fax was completed; and means 
(POP 103) for communicating a success status message to the calling party (col. 4 line 
30- col. 6 line 8). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the method of Joong et al. with teachings of Henrick for 
the purpose of providing status confirmation to the calling party. 

However, Henrick fails to disclose wherein the success status message includes 
a number of pages received. 

Denker discloses wherein the success status message includes a number of 
pages received (col. 4 line 66-col. 5 line 11). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the combination with Denker for the purpose of including 
number of pages in the success status message in order to confirm that all pages sent 
were received. 

8. Claims 7, 8, 15, and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Joong et al. in view of Henrick as applied to claims 3, and 12 above, 
and further in view of U.S Patent No. 6,718,178 B1 to Thomas M. Sladek (Sladek et 
al.), and further in view of Denker. 
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Regarding claims 7 and 8, the combination of Joong et al. and Hendick discloses 
the method set forth in claim 3, however fails to disclose further including the step: g) if 
the fax was completed, communicating a text message to the subscribers primary 
mobile directory number via a text messaging system, wherein the text message 
indicates that a fax was received at the subscriber's mobile fax directory number (claim 

Sladek et al. discloses further including the step: g) if the fax was completed, 
communicating a text message to the subscriber's primary mobile directory number via 
a text messaging system, wherein the text message indicates that a fax was received at 
the subscriber's mobile fax directory number (reads on claim 7)(col. 8 line 64-col. 9 line 
21, col. 9 lines 39-45). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the method of the combination with Sladek et al. for the 
purpose notifying the subscriber using a text messaging system. 

However, Sladek et al. fails to specifically disclose wherein the text message 
includes a number of pages received (claim 8). 

Denker discloses wherein success status message to calling party includes a 
number of pages received (col. 4 line 66-col. 5 line 11). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to further modify the combination of Joong et al. ; Henrick, and 
Sladek et al. with Denker's success status message to caller by including number of 
pages received in the text message to subscriber for the purpose of the notification 
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Regarding claim 15, the combination of Jong et al., Henrick, and Denker disclose 
the method set forth in claim 12 above, however fails to disclose further including the 
step: h) if the fax was completed, communicating a text message to the subscriber's 
primary mobile directory number via a text messaging system, wherein the text 
message indicates that a fax was received at the subscriber's mobile fax directory 
number and includes the number of pages received. 

Sladek et al. discloses further including the step: h) if the fax was completed, 
communicating a text message to the subscriber's primary mobile directory number via 
a text messaging system, wherein the text message indicates that a fax was received at 
the subscriber's mobile fax directory number (col. 8 line 64-co'l. 9 line 21 , col. 9 lines 39- 
45). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the combination with Sladek et al. for the purpose 
notifying the subscriber using a text messaging. 

However, Sladek et al. fails to disclose includes the number of pages received in 
the text message. 

Denker discloses wherein success status message to caller includes a number of 
pages received (col. 4 line 66-col. 5 line 11). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to further modify the combination with Denker's success status 
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message to calling party by including number of pages in the text message to 
subscriber for the purpose of the notification including number of pages received. 

Regarding claim 19, Joong et al. discloses the wireless network set forth in claim 
16, however fails to disclose further including: means for communicating a text message 
to the subscriber's primary mobile directory number via a text messaging system, 
wherein the text message indicates that a fax was received at the subscriber's mobile 
fax directory number. 

Sladek et al. discloses wireless network further including: means for 
communicating a text message to the subscriber's primary mobile directory number via 
a text messaging system, wherein the text message indicates that a fax was received at 
the subscriber's mobile fax directory number (col. 8 line 64-col. 9 line 21, col. 9 lines 39- 
45). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the method of the combination with Sladek et al. for the 
purpose notifying the subscriber of fax call using a text messaging. 

However, Sladek et al. fails to disclose the text message includes a number of 
pages received. 

Denker discloses wherein success status message to calling party includes a 
number of pages received (col. 4 line 66-col. 5 line 11). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to further modify the combination with Denker's success status 
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message to calling party by including number of pages in the text message for the 
purpose of the notification to the subscriber including number of pages received. 

9. Claims 9-11 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Joong et al. in view of U.S Patent No. 6,188,758 B1 to Soren Christensen 
(Christensen et al.). 

Regarding claims 9-1 1 , Joong et al. discloses the method set forth in claim 1 . 

However, Joong et al. fails to disclose, before step c), further including the step: 
d) connecting the incoming call to the subscribers primary mobile directory number; e) 
waiting for a control message via the subscriber's primary mobile directory number 
instructing the wireless network to forward the incoming call to the subscriber's mobile 
fax directory number; and f) receiving the control message via the subscriber's primary 
mobile directory number instructing the wireless network to forward the incoming call to 
the subscriber's mobile fax directory number (claim 9); 

the control message is automatically initiated when the incoming call is 
connected to the subscriber's primary mobile directory number (claim 10); and 

the control message is initiated by activation of at least one control on a mobile 
device associated with the subscriber's primary mobile directory number (claim 11). 

Christensen et al. discloses the method, before step c), further including the step: 

d) connecting the incoming call to the subscriber's primary mobile directory 
number (abstract, see figures land 2, col. 1 lines 21-30,col. 2 lines 43-66, col. 3 lines 
59-63); 
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e) waiting for a control message(signaling) via the subscriber's primary mobile 
directory number instructing the wireless network to forward the incoming call to the 
subscriber's mobile fax directory number(col. 3 line 59-col. 3 line 21); and 

f) receiving the control message (signaling) via the subscriber's primary mobile 
directory number instructing the wireless network to forward the incoming call to the 
subscriber's mobile fax directory number (reads on claim 9) (col. 4 lines 23-30); 

the control message (signaling) is automatically initiated when the incoming call 
is connected to the subscriber's primary mobile directory number (reads on claim 10) 
(col. 1 lines 35-45, and col. 4 lines 31-41); 

the control message (signaling) is initiated by activation of at least one control on 
a mobile device associated with the subscriber's primary mobile directory number 
(reads on claim 11) (col. 3 lines 1-10). 

Therefore,; it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the method of Joong et al. with the control message 
(signaling) of Christensen et al. for the purpose of an individual user being reached on 
a number of different terminals, depending on the time of day and the type of service 
desired, for example, a user may be reached at a telephone in a business network at 
work, at a mobile telephone that is switched on only part of the time. At any time, the 
user can receive telefax on his personal number. The fax will be routed to a telefax 
machine in accordance with the user's temporary or permanent fax number. 
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Regarding claim 20, Joong et al. discloses the wireless network set forth in claim 
16, however fails to disclose further including: means for connecting the incoming call to 
the subscriber's primary mobile directory number; means for waiting for a control 
message via the subscriber's primary mobile directory number instructing the wireless 
network to forward the incoming call to the subscriber's mobile fax directory number; 
and means for receiving the control message via the subscriber's primary mobile 
directory number instructing the wireless network to forward the incoming call to the 
subscriber's mobile fax directory number. 

Christensen et al. discloses further including: means (SSP 5) for connecting the 
incoming call to the subscriber's primary mobile directory number; means (SSP 5) for 
waiting for a control message via the subscriber's primary mobile directory number 
instructing the wireless network to forward the incoming call to the subscriber's mobile 
fax directory number (see figures 1 and 2, and col. 3 line 45-col. 4 line 30); and 

means (SSP 5) for receiving the control message via the subscriber's primary 
mobile directory number instructing the wireless network to forward the incoming call to 
the subscriber's mobile fax directory number (col. 4 lines 20-30). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the method of Joong et al. with the control message 
(signaling) of Christensen et al. for the purpose of an individual user being reached on 
a number of different terminals, depending on the time of day and the type of service 
desired. 



Application/Control Number: 10/762,01 1 Page 16 

Art Unit: 26,81 

10. Claims 13 and 14, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Joong et al. in view of Henrick. 

The combination of Joong et al discloses the method set forth in claim 12, 
however fails to disclose further including the step: h) if the incoming call was not 
connected, communicating a fail status message to the calling party (claim 13); 

further including the step: h) if the fax was not completed, communicating a fail 
status message to the calling party (claim 14); 

Henrick discloses further including the step: h) if the incoming call was not 
connected, communicating a fail status message to the calling party (reads on claim 13) 
(col. 4 line 30-col. 5 line 20); 

further including the step: h) if the fax was not completed, communicating a fail 
status message to the calling party (reads on claim 14) (col. 5 line 33-53). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the method of Joong et al. with Henrick for the purpose 
of providing status information to calling party. 

Conclusion 

11. The prior art made of record and not relied upon is considered pertinent to 
applicants disclosure. 

The following patents are cited to further show the state of the art with respect to 
forwarding fax call: 

U.S. Pat. No. 6,115,461 to Robert J. Baiyor et al. 
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International Pub. No. WO 99/01004 to Keijo Palviainen 
U.S. Pat. No. 6590969 B1to Marco Johannes Peters et aL 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to EMEM EKONG whose telephone number is 571 272 
8129. The examiner can normally be reached on 8-5 Mon-FrL 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, JOSEPH FEILD can be reached on 571 272 4090. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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